
United States Patent and Trademark Office 



UNITED^XATES DEPARTMENT OF COMMERCE 
United States Patcntr'esd Trademack Office 
Address: COMMISSIONEKTOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



I ATTORNEY POCKET NO. [ CONFIRMATION No" 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



09/489,739 



01/21/2000 



David Andrew D'Zmura 



6203 



7590 11/13/2003 

David Andrew D'Zmura 

POBox 2541 

Palm Desert, CA 92261 



EXAMINER 



ART UNIT 



PWU, JEFFREY C 

I PAPER NUMBER 



3628 

DATE MAILED: 11/13/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/489,739 



Examiner 
Jeffrey Pwu 



Applicant(s) 
D7MURA, DAVID ANC 



Art Unit 

3628 



- The MAILING DATE of this communication appears on the cover sheet with the c rrespondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be tinnely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )D Responsive to communication(s) filed on . 

2a)\3 This action is FINAL. 2b)13 This action is non-final. 

3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 39-51 is/are pending in the application. 

4a) Of the above claim (s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 39-51 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: 3)0 approved b)0 disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)OAII b)0 Some*c)0 None of: 

1 .0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 



3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) O The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) O Infomnation Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 32 
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DETAILED ACTION 

1. An examination of this application reveals that applicant is unfamiliar with patent 
prosecution procedure. While an inventor may prosecute the application, lack of skill in 
this field usually acts as a liability in affording the maximum protection for the iuvention 
disclosed. Applicant is advised to secure the services of a registered patent attomey or 
agent to prosecute the application, since the value of a patent is largely dependent upon 
skilled preparation and prosecution. The Office cannot aid in selecting an attomey or 
agent. 

Applicant is advised of the availability of the publication "Attorneys and Agents 
Registered to Practice Before the U.S. Patent and Trademark Office." This publication is 
for sale by the Superintendent of Documents, U.S. Government Printing Office, 
Washington, D.C. 20402. 

Specification 

2. 35 U.S.C. 1 12, first paragraph, requires the specification to be written iu *'full, 
clear, concise, and exact terms." The specification is replete with terms which are not 
clear, concise and exact. The specification should be revised carefully in order to comply 
with 35 U.S.C. 1 12, first paragraph. 

3. The amendment filed 8/14/2002 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall 
iQtroduce new matter into the disclosure of the invention. The added material which is 
not supported by the origiaal disclosure is as follows: pages A1-A12. Applicant is 
required to cancel the new matter in the reply to this Office Action. 
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Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufecture, or composition of matter, 
or any new and usefiil improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 



5. Claims 39-51 are rejected under 35 U.S.C. 101 because the claimed invention is 
not supported by either a specific and substantial asserted utility or a well 
established utility. 

For a claim to be statutory under 35 USC 101 the followiag two conditions must 
be met: 

1) In the claim, the practical appUcation of an algorithm or idea result in a useful, 
concrete, tangible result, AND 

2) The claim provides a limitation in the technological art that enables a useful, 
concrete, tangible result. 

As to the technology requirement, note MPEP Section iV 2(b). Also note In Re 
Waldbaum, 173USPQ 430 (CCPA 1972) which teaches 'Hiseful arts" is synonymous with 
'technological arts". In re Musgrave, 167USPQ 280 (CCPA 1970), In re Johnston, 
183USPQ 172 (CCPA 1974), and hi re Toma, 197USPQ 852 (CCPA 1978), all teach a 
technological requirements. 

Claims 39-51 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter, specifically, as directed to an abstract idea. 

Claims 39-51 represent an abstract idea that does not provide a practical 
application in the technological arts. See State Street vs. Signature, 38 USPQ2d 1530. 
The claims do not appear to correspond to specific machine or manufacture disclosed 
within the instant specification and thus encompass any product of the class configured in 
any manner to perform the imderlying process. Thus, m the claims, no physical 
transformation is performed, and no practical application is found for estimating changes 
in prices of securities. The claims also do not appear to correspond to a specific machine 
or manufacture disclosed within the instant specification and thus encompass any product 
of the class configured in any maimer to perform the underlying process. Consequently, 
the claims are analyzed based upon the underlymg process, and are thus rejected as being 
directed to a non-statutory process. Thus the claimed invention with the language of the 
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preamble is a statement of intended use that doe not limit the claim to a practical 
appUcation in the technical art and are rejected under 35 USC 101. 

The claims are replete with deficiencies as noted above. Proper determination of 
art issues cannot be ascertained. No further consideration with pertinent prior art is 
warranted at this time (See In re Steele et al., 134 USPQ 292 and Ex parte Brummer, 12 
USPQ 2d, page 1654. 



Claim Rejections - 35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of 37 CFR 1.71(a)-(c): 

(a) The specification rnust include a written description of the invention or discovery and of the 
manner and process of making and using the same, and is required to be in such fall, clear, concise, and 
exact terms as to enable any person skilled in the art or science to which the invention or discovery 
appertains, or with which it is most nearly connected, to make and use the same. 

(b) The specification must set forth the precise invention for which a patent is solicited, in such manner 
as to distinguish it fi-om other inventions and fi'om what is old. It must describe conpletely a specific 
embodiment of the process, machine, manufacture, composition of matter or inprovement invented, and 
must explain the mode of operation or principle whenever applicable. The best mode contenplated by the 
inventor of carrying out his invention must be set forth. 

(c) In the case of an inprovement, the specification must particularly point out the part or parts of the 
process, machine, manufacture, or conposition of matter to which the inprovement relates, and the 
description should be confined to the specific inprovement and to such parts as necessarily cooperate with 
it or as maybe necessary to a conplete understanding or description of it. 

7. The specification is objected to under 37 CFR 1.71 because applicant failing to 
adequately teach how to make and/or use the invention, i.e., failing to provide an enabling 
disclosure for the teachings of : 

a. What is the relationship between the coded algorithms or formulae being used to 
valuing a security or a basket of cash receipts. 
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Art Unit : 3628 

b. What is the relationship between a coded algorithms and Yield-To-Maturity in 
valuing of financial securities. 

8. Claims 39-51 are also rejected under 35 U.S.C. 112, first paragraph. Specifically, 
since the claimed invention is not supported by either a credible asserted utility or a well 
established utility for the reasons set forth above, one skilled in the art clearly would not 
know how to use the claimed invention. 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112; 

The specification shall conclude with one or more claims particularly pointing out and distinctiy claiming 
the subject matter which the applicant regards as his invention. 

The claim(s) are narrative in form and replete with indefinite and functional 
operational language. The structure which goes to make up device must be clearly and 
positively specified. The structure must be recognized and correlated in such a manner as 
to present a complete operative device. The claim(s) must be in one sentence form only. 
Note the format of the claims in the patent(s) cited. 

Applicant merely describes desired results of their claimed invention . The claimed 
parts and the various formulas render the claims vague and indefinite since they are not 
explicitly set forth and defined in applicant's written disclosure and drawings. 

The examiner suggests that if a method claim(s) is/are to be recited, a series of 
discrete steps defining the intended result set forth in the preamble should be positively 
recited. If an apparatus claim is to be recited, enough structure for enabling the claimed 
invention should be recited. Fxuthermore, the examiner cannot determine where the 
inventive concept lies, and cannot apply art rejections. 

Prior Art 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Nevo et al. (U.S. 5,956,666) discloses an apparatus and method for monitormg 
financial securities markets or financial securities to provide information regarding the 
status of the financial securities markets or securities. 



Serial Number: 09/489,739 
Art Unit : 3628 



6 



Reese (U.S. 6,370,516) discloses an apparatus automatically generate a display or 
report containing the result for a plurality of investment advisor methodologies for one 
specific security at a time. 

Rebane (U.S. 6,405,179) discloses a system and method for the optimal allocation 
of investment funds among a portfolio of investments. 



Any inquiry concerning this conununication or earlier communications from the examiner should 
be directed to examiner Jeffrey Pwu, whose telephone number is (703) 308-7835. 




Nov 4, 2003 

JEFFREY PWU 
: PRIMARY EXAMINER 



